United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
I nilid Stall-, l'atint and Track-mark Office 

Address: COMMISSIONER FOR PATENTS 



APPLICATION NO. 



FILING DATE 



FIRST NAMED INVENTOR 



ATTORNEY DOCKET NO. CONFIRMATION NO. 



10/821.259 



04/07/200-1 



22876 7590 02/21/ 

FACTOR & LAKE, LTD 
1327 W. WASHINGTON BLVD. 
SUITE 5G/H 
CHICAGO, IL 60607 



Thomas Dietiker 



WINAKUR, ERIC FRANK 



PAPER NUMBER 



DELIVERY MODE 



Please find below and/or attached an Office communication concerning this application or proceeding. 

The time period for reply, if any, is set in the attached communication. 



PTOL-90A (Rev. 04/07) 



l/ffflrC? nVrliUli Otfff Iff ids y 


Application No. 

10/821,259 


Applicant(s) 

DIETIKER, THOMAS 


Examiner 

Eric F. Winakur 


Art Unit 

3768 





- The MAILING DATE of this communication appears on the cover sheet with the correspondence address — 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
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DETAILED ACTION 

Claim Rejections - 35 USC §112 

1 . The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

2. Claims 5, 10, and 15 are rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. The open ended transition phrase "consisting 
essentially of is improper to set forth a Markush group. The close ended transition 
phrase "consisting of must be used, instead. Applicant's attention is drawn to MPEP 
2173.05(h) and 2111.03. 

Claim Rejections - 35 USC § 102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

4. Claims 1 - 4, 6 - 9, and 1 1 - 14 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Ristolainen et al. (USPN 6,285,895 - cited by Applicant). Ristolainen et 
al. (Figures 1, 2, 4, 9A, 9B) teach a non-invasive sensor arrangement that includes a 
resilient member 7b having cushion portions 25a, 25b, sensing elements 11, 12, and 
first and second pivotally connected portions 1, 2. Applicant's attention is drawn to the 
above referenced figures and the descriptions thereof in columns 6, 7, 8, 9, 10 and 12 - 
13. 
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Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

6. Claims 5, 10, and 15 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Ristolainen et al. as applied to claims 1, 7, and 12 above. Ristolainen et al. teach 
that their device may be made from an elastomeric material having certain properties 
(column 7, lines 47 - 63; column 8, line 51 - column 9, line 15), but do not particularly 
teach the materials as claimed. It would have been obvious to one of ordinary skill in 
the art at the time of the invention to implement Ristolainen et al. with any well-known 
materials meeting the property requirements set forth by Ristolainen et al. in the above 
passages, including those as claimed, since it has generally been held to be within the 
skill level of the art to determine appropriate materials to meet disclosed requirements. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Eric F. Winakur whose telephone number is 571/272- 
4736. The examiner can normally be reached on M-Th, 7:30-5; alternate Fri. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Brian Casler can be reached on 571/272-4956. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

Eric F Winakur 
Primary Examiner 
Art Unit 3768 

/Eric F Winakur/ 

Primary Examiner, Art Unit 3768 



